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~77»e MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
THE REPLY FILED 03 January 2006 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1 . S The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 
this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41 .31 ; or (3) 
a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following 
time periods: 

a) C The period for reply expires months from the mailing date of the final rejection. 

b) ^ The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 



no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN 

TWO MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as 
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, 
may reduce any earned patent term adjustment. See 37 CFR 1 .704(b). 

NOTICE OF APPEAL 

2. D The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41 .37 must be filed within two months of the date of 

filing the Notice of Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the appeal. Since 
a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 

AMENDMENTS 



3. □ The 
(a) 



sroposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 
They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) D They raise the issue of new matter (see NOTE below); 

(c) CD They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) (ZI They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . (See 37 CFR 1 .1 16 and 41 .33(a)). 
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The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

D Applicant's reply has overcome the following rejection(s): . 

6. □ Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the 

non-allowable claim(s). 

For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) ^ will be entered and an explanation of 



7. 



how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 



Claim(s) rejected: 1-29 . 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and 
was not earlier presented. See 37 CFR 1.116(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome aH rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41 .33(d)(1). 

1 0. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

1 1. El The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

See Continuation Sheet. 

12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No(s). 

13. □ Other: . 

Katherine Mitchell 
Primary Examiner 
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Continuation of 1 1 . does NOT place the application in condition for allowance because: 

When given their broadest reasonable interpretation, claims 1-29, as they stand, are still anticipated by and/or rendered obvious over the 
prior art of record. It is to be noted that the plain meaning of 'recess' as defined by Merriam Webster is (broadly) "indentation". The 
examiner has construed this limitation rather broadly. 

The Duffy et al. reference clearly shows a (broad) "recess" in a second end of a weld stud of smaller diameter than a first end. Applicant 
makes no indication in the claims that the recess is independently situated from the flux capsule. The second end comprises a (broad) 
"non-planar surface" and a flux capsule. 

The Irmies reference clearly teaches a body (12) of substantially cylindrical shape (20) having a first end (14) larger than a second "weld" 
end (16), a flux capsule (18) extending from said second end, and a (broad) recess surrounding the flux capsule (18) which effectively 
decreases the arc surface area. It is not understood how Irmies would not suggest the embodiment found in the instant figure 12. 
Applicant states in the remarks (page 13 paragraph 1) that Irmies, unlike claim 10, teaches "a weld end of the stud thereof is substantially 
planar". It is, therefore, not understood why Applicant would not consider the instant embodiment of figure 12 to also have a substantially 
planar second weld end as argued. 

Rohe would suggest to those having an ordinary skill in the art, employing concentric annular "ridges" at a weld end of a weld stud so as 
to 1) enable the stud to be welded to thin substrates, 2) provide a means for locating, 3) centralize and localize welding currents in a 
dispersed and even manner, and 4) concentrate the welding temperature at the ridges, whether or not these inherent advantages are 
disclosed in the Rohe reference alone. It is not required that the prior art disclose or suggest the properties newly-discovered by an 
applicant in order for there to be a prima facie case of obviousness. See In re Dillon, 919 F.2d 688, 16 USPQ2d 1897, 1905 (Fed. Cir. 
1990). Moreover, as long as some motivation or suggestion to combine the references is provided by the prior art taken as a whole, the 
law does not require that the references be combined for the reasons contemplated by the inventor. See In re Beattie, 974 F.2d 1309, 24 
USPQ2d 1040 (Fed. Cir. 1992); In re Kronig, 539 F.2d 1300, 190 USPQ 425 (CCPA 1976) and In re Wilder, 429 F.2d 447, 166 USPQ 545 
(CCPA 1970). The test for obviousness is not whether the features of a secondary reference may be bodily incorporated into the structure 
of the primary reference; nor is it that the claimed invention must be expressly suggested in any one or all of the references. Rather, the 
test is what the combined teachings of the references would have suggested to those of ordinary skill in the art. In re Keller, 642 F. 2d 
413, 425, 208 USPQ 871, 881 (CCPA 1981). In this regard, a conclusion of obviousness may be based on common knowledge and 
common sense of the person of ordinary skill in the art without any specific hint or suggestion in a particular reference. In re Bozek, 416 F 
.2d 1385, 1390, 163 USPQ 545, 549 (CCPA 1969). 

As for claims 18-24, the Examiner acknowledges Applicant's right to be their own lexicographer, and understands and appreciates the 
argument presented by Counsel. However, Applicant must provide the meaning of such words in the originally filed disclosure in order to 
avoid presenting new matter. Nowhere in the originally filed specification is there a definition of "non-interferingly engage". The Examiner 
is required to interpret claim language in its broadest reasonable sense. Both Applicant and Examiner have provided similar plain 
meaning definitions for the words "engage" and "interferingly". The Examiner maintains that at least some confusion and indefiniteness 
remains in the limitation "non-interferingly engages". For example, a weld stud lying on top of a suspended workpiece "engages" the 
workpiece but the workpiece "interferes" with the stud's ability to fall. Alternatively, one may consider the fact that a weld stud lying on a 
workpiece "engages" the workpiece, but it interferes with the workpiece being painted in the location adjacent the stud. Such a limitation 
is so open ended and vague that it creates indefiniteness, and therefore the rejection of claims 18-24 is maintained. It is suggested that 
the words "non-interferingly" be removed, or the conditions of contact between the weld stud and workpiece be more precisely defined. 



*lt is to be noted that although the Amendment to the claims after Final Rejection filed 03 January 2006 are non-compliant, they have 
been considered and entered for the purposes of appeal, and in an effort to expedite prosecution. However, all future correspondences 
having the same deficiencies will be held non-compliant. 




2 



Continuation Sheet (PTOL-324) Application No. 10/707,214 



Continuation of 4(e) Other: Amended Claims 16 and 17 do not include proper markings that identify the changes thereto. 
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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 

The amendment document filed on 03 January 2006 is considered non-compliant because it has failed to meet the 
requirements of 37 CFR 1.121. In order for the amendment document to be compliant, correction of the following item(s) is 
required. 

THE FOLLOWING MARKED (X) ITEM(S) CAUSE THE AMENDMENT DOCUMENT TO BE NON-COMPLIANT: 

□ 1 . Amendments to the specification: 

A. Amended paragraph(s) do not include markings. 

B. New paragraph(s) should not be underlined. 

C. Other . 

□ 2. Abstract: 

□ A. Not presented on a separate sheet. 37 CFR 1.72. 

□ B. Other . 

□ 3. Amendments to the drawings: 

□ A. The drawings are not properly identified in the top margin as "Replacement Sheet," "New Sheet," or 
"Annotated Sheet" as required by 37 CFR 1.121(d). 

□ B. The practice of submitting proposed drawing correction has been eliminated. Replacement drawings 
showing amended figures, without markings, in compliance with 37 CFR 1.84 are required. 

□ C. Other . 

4. Amendments to the claims: 

A. A complete listing of all of the claims is not present. 

B. The listing of claims does not include the text of all pending claims (including withdrawn claims) 



is 



_J C. Each claim has not been provided with the proper status identifier, and as such, the individual status 
of each claim cannot be identified. Note: the status of every claim must be indicated after its claim 
number by using one of the following status identifiers: (Original), (Currently amended), (Canceled), 
(Previously presented), (New), (Not entered), (Withdrawn) and (Withdrawn-currently amended). 
□ D. The claims of this amendment paper have not been presented in ascending numerical order. 
E. Other: See Continuation Sheet. 



For further explanation of the amendment format required by 37 CFR 1121, see MPEP § 714 and the USPTO website at 
http://www.uspto.qov/web/offices/pac/dapp/opla/preoqnotice/officeflver.pdf . 

TIME PERIODS FOR FILING A REPLY TO THIS NOTICE: 

1 . Applicant is given no new time period if the non-compliant amendment is an after-final amendment or an amendment 
filed after allowance. If applicant wishes to resubmit the non-compliant after-final amendment with corrections, the 
entire corrected amendment must be resubmitted within the time period set forth in the final Office action. 

2. Applicant is given one month, or thirty (30) days, whichever is longer, from the mail date of this notice to supply the 
corrected section of the non-compliant amendment in compliance with 37 CFR 1.121, if the non-compliant 
amendment is one of the following: a preliminary amendment, a non-final amendment (including a submission for a 
request for continued examination (RCE) under 37 CFR 1.114), a supplemental amendment filed within a suspension 
period under 37 CFR 1.103(a) or (c), and an amendment filed in response to a Quayle action. 

Extensions of time are available under 37 CFR 1.136(a) only if the non-compliant amendment is a non-final 
amendment or an amendment filed in response to a Quayle action. 

Failure to timely respond to this notice will result in: 

Abandonment of the application if the non-compliant amendment is a non-final amendment or an amendment 
filed in response to a Quayle action; or 

Non-entry of the amendment if the non-compliant amendment is a preliminary amendment or supplemental 
amendment. " ~ * 

Katherine Mitchell 
Primary Examiner 
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